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Tae Unirep STATES TRADE-MARK ASSOCIATION 


522 Fifth Avenue, New York 18, N. Y. 





An Organization for the 
Protection of Trade-Marks and Trade-Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-six years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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SUPPORT OF THE REECE BILL 


PART I 


MEMORANDUM OF THE UNITED STATES TRADE-MARK ASSOCIA- 
TION IN SUPPORT OF THE REECE BILL (H. R. 2390) 


By Sylvester J. Liddy* 





Hearings on the Reece Bill, H. R. 2390 to amend the Federal Trade Commission Act were 
conducted in Washington on January 28-30, 1946, before a subcommittee of the House Commit- 
tee on Interstate and Foreign Commerce. 

Hon. Clarence Lea (D., Calif.), Chairman of the full committee presided over the opening 
session in the absence of Hon. George G. Sadowski (D., Mich.), Chairman of the subcom- 
mittee. 

The following members of the subcommittee were present at the two-day session: Hon. 
Carroll Reece (R., Tenn.), author of H. R. 2390, Hon. Joseph P. O’Hara (R., Minn.), Hon. 
Dwight L. Rogers (D., Fla.), and Hon. Benjamin J. Rabin (D., N. Y.). 

H. R. 2390 was introduced in Congress in February, 1945, by Representative Reece for the 
purpose of amending the Federal Trade Commission Act. Specifically the bill has a three-fold 
purpose. It is intended to: 



















Provide an effective review by the Courts of the findings of the Federal Trade Com- 
mission. 


2. Limit the aggregate amount of penalties which may be imposed for a single violation 
of FTC orders, and 

3. To avoid conflict with the Federal Food, Drug and Cosmetic Act by defining more 

clearly the Commission’s jurisdiction as to foods, drugs, devices and cosmetics. 





During the hearings the subcommittee heard testimony and received briefs in support of 
H. R. 2390 from many representatives of industry. 

The United States Trade-Mark Association, was represented at the hearings by its acting 
Counsel, Sylvester J. Liddy. 

Among the witnesses representing many diversified fields of American industry who appeared 
in support of H. R. 2390 were the following : 


















I. W. Digges—Counsel, Association of National Advertisers. 

Charles E. Murphy—Counsel, American Federation of Advertisers. 

James F. Hoge—Counsel, Proprietary Association of America. 

Hugo Mock —Counsel, Toilet Goods Association. 

Kenneth Perry—Vice-President and General Counsel, Johnson and Johnson. 

Dr. Robert L. Swain—Editor, Drug Trade News. 

George H. Frates—National Association of Retail Druggists. 

The hearings were adjourned on Wednesday, January 30, 1946, till the call of the Chair. It is 
expected that the Federal Trade Commission will be the most active opponent of H. R. 2390 and 
the interruption in the proceeding will only be long enough to afford the Commission time to 
prepare its statement. 

THE TrADE-MaArK REporTER is very happy to be able to reprint below the memorandum pre- 
sented by Mr. Sylvester J. Liddy at the hearings in the name of the United States Trade-Mark 
Association : 


* Member of the New York Bar. 
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MEMORANDUM OF THE UNITED STATES TRADE-MARK ASSOCIATION IN SUPPORT 
OF THE REEcE Bitt (H. R. 2390) 


The United States Trade-Mark Association is a non-profit organization founded 
sixty-eight years ago, in 1878. Its purpose as established by its founders is “To pro- 
mote the rights of owners of trade-marks, to secure useful legislation and treaties 
and to give aid and encouragement to all efforts for the advancement and observ- 
ance of trade-mark rights.” 

In giving support to H. R. 2390, the Reece Bill, the Association believes that it 
is carrying out the purposes of its founders. 

A large number of cases coming before the Federal Trade Commission have 
involved the use of trade-marks. For example, one of the recent and important 
cases, is that of Jacob Siegel Co. v. Federal Trade Commission, decided by the 
United States Circuit Court of Appeals for the Third Circuit on November 30, 
1944, involved the use of the well known “Alpacuna” trade-mark. This case will be 
referred to in more detail hereafter. 

It is with cases of this kind that the United States Trade-Mark Association is 
primarily concerned. As the courts have so well said: 


In controversies about trade-marks . . . . the question is almost one of degree, i.e., how 
far the chance of deception outweighs the inconvenience, or worse, to the merchant 
inevitable in compelling him to change his mark, his name, or his package. The decree 
marks the compromise which the court thinks adequate and necessary; it is the resultant 
of those unexpressed determinants which collectively we conceal under the term “discre- 
tion.” We do not forget that from time immemorial this duty has been entrusted to courts, 
but this is irrelevant. 


The court then continued, however, in commenting upon the limitations imposed 
upon it in reviewing decisions of the Federal Trade Commission : 


Congress having now created an organ endued with the skill which comes of long 
experience and penetrating study, its conclusions inevitably supersede those of courts, 
which are not similarly endowed.* 


The United States Trade-Mark Association believes that the Circuit Court of 
Appeals should have the power to modify orders of the Federal Trade Commission 
and that it is the duty of the courts to do so in a proper case. This is a particularly 
necessary safeguard where, as in the case of the Federal Trade Commission, the 
commission is complainant, Judge and Jury.” We wish to say parenthetically at 
this point that our Association is well aware of the outstanding work of the Commis- 
sion but believes nevertheless as a matter of principle that the Commission should be 
required to base its ruling on a preponderance of the evidence and that the review- 
ing Court should have the power to modify the ruling of the Commission when in 
the opinion of the Circuit Court the interests of justice require such modification. 
This is the primary purpose of the Reece Bill and the United States Trade-Mark 
Association supports it. 


1. Learned Hand, J. in Herzfeld v. Federal Trade Commission, 140 F. (2d) 207 at 209, 
C. C. A., 2nd Cir. 


2. John Bene v. Federal Trade Commission, 229 F. 468. 
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As the sponsor of this Bill, Representative Carroll Reece has pointed out, the 
amendment proposed under H. R. 2390 is not an innovation in our law. 


The Walsh-Healy Act requires that the findings of the Secretary of Labor must be 
supported “by the preponderance of the evidence.” (U. S. C. Title 41, Sec. 39). Under 
the Commodity Exchange Act orders of the Commission reviewing or revoking designa- 


tions of contract markets must be supported “by the weight of the evidence.” (U. S. C. 
Title 7, Sec. 9.) 


With respect to the power of the Circuit Court of Appeals to modify orders of 
the Federal Trade Commission, it is of interest to note that the Second Circuit Court 
of Appeals modified orders of the Federal Trade Commission several times on the 
authority of the Royal Milling Company case* but that court has now recognized 
that it does not have the power to modify. In Herzfeld v. Federal Trade Commis- 
sion® Judge Learned Hand for the Court said: 


However since Federal Trade Commission v. Royal Milling Co. was decided the Su- 
preme Court has as much circumscribed our powers to review the decisions of admin- 
istrative tribunals in point of remedy as they have been circumscribed in the review of 
facts. Such tribunals possess competence in their special fields which forbids us to disturb 
the measure of relief which they think necessary. In striking that balance between the 
conflicting interests involved which the remedy measures, they are for all practical pur- 
poses supreme. 















The United States Trade-Mark Association believes that in this respect the 
Federal Trade Commission or any other Commission, should not be supreme but 
on the contrary and particularly when dealing with trade-marks and where the ques- 
tion is almost always one of degree, that the duty of ultimate decision of such cases 
should be entrusted to the courts where from time immemorial this duty has been 
vested. 

A review of the cases will disclose that in many instances the Courts would 
have modified orders of the Commission if they had the power to do so. For 
example, in the Alpacuna case® the Circuit Court of Appeals for the Third Circuit 
stated : 






Although we sustain the Commission on its fiinding as to the name (Alpacuna) be- 
cause of substantial evidence supporting that finding we think strongly that the order is 
far too harsh. It destroys a widely and favorably known trade-name, in existence for 
fourteen years. It causes serious injury to the petitioner and its retail outlets. The in- 
fraction, as the case now stands, is slight and could be cured by simple qualifying language. 
We could dispose of the problem by modifying the Commission’s order as suggested, if 
the practice as outlined in Federal Trade Commission v. Royal Milling Co., 288 U. S. 212, 
and Federal Trade Commission v. Hires Turner Glass Co. (3 Cir. 81 F. (2d) 362) 
was still the law... It is evident, therefore, that the discretion as to the remedy in such 
controversy as this has now been vested in the Federal Trade Commission. That dis- 
cretion has been exercised to totally prohibit the use of the name “Alpacuna” to the 
petitioner. Since the Commission has such power, we are unable, in view of the evidence, 
to say that the power has been abused in this instance, though under the same facts and 












Congressional Record for Tuesday, March 6, 1945. 
Federal Trade Commission v. Royal Milling Co., 288 U. S. 212, 77 L. Ed. 706. 
140 F. (2d) 207 at 209. 

Jacob Siegel Co. v. Federal Trade Commission, 150 F. (2d) 751 at 755, 756. 
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circumstances, if we were still in control of the remedy, we would modify the order as above 
indicated. Orcer affirmed. 


It is interesting to note the position taken by the Federal Trade Commission in 
this case. After the above quoted decision of the Third Circuit was handed down in 
November of 1944, the Siegel Company petitioned for a rehearing. In its brief in 
opposition to the petition of the Siegel Company, the Federal Trade Commission 
vigorously maintained that the Court had no power to modify the order of the 
Commission. Witness the following excerpts from the Commission’s brief: 

Unless the findings and order are either (a) outside of the line of the evidence or (b) 


represent abuses of discretion, there is no power in the courts to disturb such findings 
and order.’ 


And again: 


In view of the facts and the law as above presented, it is strongly contended that the 
Court has not the power to “modify” the order in this case.® 


And again: 


If there is a hardship or inconvenience in the instant matter which requires considera- 
tion, that is a matter which should be at least specifically referred back to the Commission 
for primary consideration as stated in the El Moro case. It is submitted, however, there 
is none that will justify a modification of the Commission’s order. It is still contended, 
we repeat, that the Court has no power to modify the order in this case.® 


The Court while disagreeing vigorously with the remedy provided by the Com- 


mission agreed with the Commission on the point that the Court had no power to 
modify and said (on the petition for rehearing) : 


After carefully considering the question of possible modification of the Federal Trade 
Commission’s order, we feel compelled to adhere to our original decision which we con- 


firm.?° 

Here we find the Commission saying in effect to the Court—if there is hardship 
on the petitioner return the case to us—we feel there is no such hardship as would re- 
quire modification of our order! To remand a case to the Commission under such 
circumstances would be futile. 

Perhaps such an anomalous situation is inevitably inherent in a Governmental 
agency which tries to function as prosecutor, judge and jury at one and the same 
time. The seal of the Commission in its role or complainant and prosecutor is 
hardly consonant with the judicial temperament and impartiality required of the 
Commission when it sits as trier of the facts. Certainly it is not improper to seek, 
as does the Reece Bill, that a proper safeguard be provided to insure that justice 
is done. 

The Alpacuna case shows clearly the need for the relief provided by the Reece 
Bill. But the Alpacuna case is by no means an isolated instance of the need for this 
relief. The Committee on Interstate and Foreign Commerce is respectfully re- 


7. Jacob Stegel Co. v. Federal Trade Commission. Brief for Respondent (F. T. C.) on 
Petition for Rehearing, p. 24. 

8. Same, p. 49. 

9. Same, p. 40. 

10. Fed. (2d) 751 at 756. 
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ferred, for example, to the case of Parke, Austin & Liscomb v. Federal Trade Com- 
mission» where the Second Circuit speaking through Judge Chase said: 











The petitioners are standing upon firmer ground when they insist that this paragraph 
in the order is needlessly severe in its sweeping requirement . . .. There may well be some 
alternative remedy less drastic but adequately effective which might satisfy the require- 
ments of fairness and should be adopted. On this record however we cannot be sure that 
the Commission has abused its discretion. In this respect, and only in that event should 
we interfere with its action.’ 














The United States Trade-Mark Association respectfully urges that H. R. 2390 
be approved for the reasons set forth above and the Association likewise endorses 
the additional Provisions of the Reece Bill including those which seek to overcome 
conflict in jurisdiction with the Federal Food, Drug and Cosmetic Act’* and the 
provisions of the Bill which would limit the aggregate amount of penalties. In the 
opinion of the Association the additional provisions are all desirable amendments to 
the Federal Trade Commission Act. 





Respectfully submitted, 


SYLVESTER J. Lippy, Counsel. 
New York, N. Y., 
January 21, 1946. 


JOBS FOR BRAND NAME TRADE-MARKS 


By Walter J. Halliday* 















With reconversion from a war economy to full-scale production of both non- 
essential luxuries and essential civilian goods comes the problem of rehabilitating 
good-will. While this has been regarded as a post-war project for most concerns, 
few businessmen have formulated complete plans for the future protection of their 
good-will and the trade-marks which symbolize it. 

During the war the introduction of products under new marks was greatly re- 
tarded. The prestige of well-known trade-marks and previously established good- 
will were adversely affected by a number of factors. Many trade-marks were taken 
out of circulation completely by the total conversion of plants to war production. In 
many instances, government purchases of branded items for the armed forces ab- 


sorbed the entire supply of such goods. In other instances, priorities and rationing 









11.142 F. (2d) 437 at 441, 442. 
12. See also Charles of the Ritz Distributors Corporation v. Federal Trade Commission, 
143 F. (2d) 676, and Indiana Quartered Oak Co. v. Federal Trade Commission, 26 F. (2d) 340. 
13. U.S.C. Title 21, Sec. 301, Approved June 25, 1938. 
* Member of the New York Bar. 
Reprinted with the permission of Printers’ Ink from their issue of December 28, 1945. 
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systems resulted in scarcities that made it impossible for purchasers to obtain goods 
regularly under the brand names to which they had long been accustomed and for 
which they felt a preference. 

Any hiatus in the actual use of trade-marks on goods which resulted from war- 
time scarcities and regulations will not affect the title to such marks. The law can 
save them from that; but it cannot prevent the factual loss of recognition and popu- 
larity that always occurs when there are no goods circulating in the market under 
the mark to keep up their reputation. Such is the fickleness of the purchaser that 
even though “propinquity gets the kiss,” the memory of the absent product soon 
fades into oblivion, unless some affirmative means are used to maintain the public’s 
interests in the goods. 

For the most part the restoration of public confidence in pre-war marks must 
depend upon resumed production of quality merchandise free of substitute in- 
gredients. When this follows a prolonged absence from the market of the goods 
under the mark, fresh impetus must be given through sales efforts and advertising on 
a scale comparable to that accompanying the launching of a new enterprise. 

In this post-war reconversion period, however, two sizable trade-mark jobs 
must be tackled by those who deal in branded items. Old trade-marks must be 
restored to their former vigor, and in addition many new marks must be selected for 
the rush of new products developed by intensive wartime research. Some of these 
new items are by-products of war work; others are emerging after having been 
released from the needs of the service. The plastics industry, to mention but one, 


abounds in possibilities for consumer goods, once its resources are fully available to 
the general public. 

What then are the general principles governing the choice and treatment 
of trade-marks ? 


Without attempting to enumerate or rank these factors in the order of their 
importance, it is fundamental that one of the basic functions of a trade-mark is to 
identify its owner’s goods on the market. Thus, among first considerations, it is 
essential to choose a mark capable of doing that. In other words, it should be a 
mark in which some rights to exclude others can be acquired. 

Obviously the new trade-mark must not be so close or similar, either in sound, 
appearance or significance, to any mark already in use as to bring about confusion. 
Careful searching and planning are required to avoid this so far as it is possible. 
Every effort should be made in the attempt to insure the selection of a mark which 
is truly distinctive and which will really distinguish the maker’s goods from those 
of all others on the market. It is tawdry chicane to take a well-known mark with 
an established reputation in one field and apply it to goods in another, defending 
the dilution of the first user’s rights by arguing the differences in the goods even 
though they may be as far apart as “steam shovels and lipstick.” 

If the mark is to point to one source exclusively, it must not be (merely) de- 
scriptive of the goods, for such words are normally open to use by everyone except 
in limited circumstances. Geographic terms and personal names for the most part 
are similarly free to all who make legitimate use of them. 

At the same time, the mark should be both easy to remember and easy to pro- 
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nounce. Experience seems to indicate that for many people, such a combination 
of simplicity and attractiveness is largely restricted to three letter words, though 
some marks with many more than three letters have been highly successful. 

In any event, the speed at which modern business is transacted probably now 
precludes the general adoption of names like: “The Captain’s Live and Let Live 
Oyster and Dining Saloon,” an establishment which flourished over sixty years ago 
and once sued another named “G. W. Chadsey & Co.’s Great Eastern Live and Let 
Live Dining Saloon.’ 

The persistence of the romantic though cumbersome and unwieldly name, “The 
Governor and Company of Adventurers of England trading into Hudson’s Bay,” 
since 1670 when it was chartered by King Charles II of England may be regarded 
as an outstanding exception, but for many years its reputation and good-will have 
been symbolized by the contraction or nickname, Hudson’s Bay Company. Like- 
wise, “The Great Atlantic and Pacific Tea Company of America” is probably even 
better known by the two letters A & P than by its nine-word corporate title.* 

The launcher of a product under a new mark faces a two-fold problem as to the 
mark. He must gain currency for the mark among purchasers and the good-will 
thus engendered to the maker or source of the goods. Primarily, this is accom- 
plished by advertising. Under modern conditions, even the most modest entrepreneur 
contemplates some advertising to boost his wares. When the new mark chosen is 
descriptive, the dual functions of making the mark a household byword and tying 
the good-will to the particular source proceed simultaneously through the advertis- 
ing process. 

It is easier to advertise goods under a descriptive mark because the nature of the 
product is apparent from the mark. Perhaps the relative ease with which new 
products may be introduced under descriptive marks accounts for their seeming 
magnetic attraction for many businessmen. In fact, so strong is the appeal of 
descriptive marks to the average businessman, that, in the absence of advice of coun- 
sel, they appear invariably to adopt such marks and in many instances do so despite 
the advice of counsel. 

When arbitrary or fanciful trade-marks are selected, the new venture must get 
over one more hurdle. The purchaser must be taught what the mark itself does not 
explain, namely that some symbol as arbitrary as X Y Z, which is far from self- 
defining, is an indicator of origin, signifying that some item which is perhaps as com- 
monplace as bread is the output of a particular concern. After this message has 
registered with the purchasing public, the advertising task still remains to attract 
customers and nail down the good-will. 

Under ordinary circumstances, however, the benefit of selecting an arbitrary 
trade-mark (as distinguished from a descriptive, geographic or personal name) 


1. In terms of the once popular song: “dog and cat and such.” 
“Mum.” 

2. Cox, Manual of Trade-Mark Cases, p. 189 (1881). 

3. At the height of the New Deal’s production of government bureaus and administrative 
agencies, the alphabet soup units were universally referred to by initials, and many people had no 


idea what the full titles were. So it was with our armed forces during the recent war from 
SHAFF to Snafu. 


Like “Lux,” “Tek,” “Duz,” 
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become more apparent to the owner as time passes and the business develops. While 
the temptations to infringers may be just as strong, the excuses for infringing are 
less. Building or acquiring rights in descriptive, geographic or personal name 
marks is an arduous process, with scant assurance that any degree of success 
may ever be attained. After 10 or 20 years of striving, just when the average busi- 
nessman is prone to feel that he can relax and take stock of his accomplishments, 
the user of such a mark more often than not will find that his efforts have gone for 
naught and he has acquired no proprietary rights. Experience has shown that with 
descriptive as well as suggestive marks, which frequently escape the condemna- 
tion of descriptiveness by sheer judicial whimsy, if they have been sustained at all, 
that has been accomplished only by a vigorous program of extensive contests and 
litigation. 

One last precaution should not be neglected under the present state of the law. 
Where the product has no simple and well understood generic name, the trade- 
mark owner may be proceeding at his peril unless he provides such a generic term 
for the use of the public and his competitors. This is particularly important with 
newly discovered substances not covered by the everyday terminology of the market 
place. So long as one deals in prosaic and familiar items like “shoes and ships and 
sealing wax,” however varied the assortment, competitors will have little inclination 
to seek to undermine his mark by contending it is generic. Probably the old- 
fashioned brown paper was drab enough as a commodity not to become involved, 
but just as soon as a fancy cellulose wrapping which was transparent achieved suffi- 
cient success to make the proposition attractive, competitors contended that they 
could not compete unless they, too, could call their goods “Cellophane” because the 
chemical name was too complicated. Whereupon, the court held, in effect, that here 
was a mark which had started out as a good arbitrary technical trade-mark, had 
never been abandoned by its proprietors but could be used by John Smith so long 
as he prefixed his own name because of its popular use as the name of the goods.‘ 

Despite such holdings, there is still much to be said in favor of protecting the 
trade-mark name, that is, a trade-mark which serves both as an indicator of origin 
and as the maker’s name for his own product, however complicated may be its 
chemical formula or generic name. If it is a sound concept of a trade-mark that 
when used on A’s goods, X Y Z means A’s make of the product, then it is not neces- 
sary because of the redundancy to expect or require A to advertise X Y Z bread 
because by hypothesis X Y Z means A’s bread. 

Some courts have not been stumped even by the fact that the generic name for 
a product sold under an arbitrary trade-mark was a polysyllabic chemical term. In 
particular cases, these courts have gone so far as to enjoin the sale of defendant’s 
product as the equivalent of Protargol or as having been introduced as Veronal 
where the defendant contended in effect that no other term described the products 
so well as the plaintiff's trade-mark. The chemical names which the court held 
were adequate were Silver Proteinate and Barbital.° 


4. DuPont Cellophane Co. v. Waxed Products, 85 Fed. (2d) 75 (C. C. A. 2. 1936). 
5. Winthrop Chemical Co., Inc., v. Blackman, 150 Misc. 229, aff'd 246 A. D. 234 (First Dept., 
1936). 
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In the absence of some indication that other courts are willing to follow such a 
rule where the product is new or where there is no familiar generic name for it, the 
safest cpurse for the businessman is to provide one. This may involve coining a 
generic name and dedicating it to the public but is it not safer and wiser to find a 
suitable generic name for the goods when one is lacking and to take affirmative steps 
to instruct the public in the use of such a generic term than to risk the loss of a 
valuable trade-mark and the good-will which it symbolizes? The answer is per- 
fectly obvious. 


LET’S TALK ABOUT TRADE-MARKS 


By Abraham S. Greenberg* 


Trade-marks and brand names subtly influence our daily living to an extent 
that requires a conscious effort to evaluate. For example, you are awakened in 
the morning by the alarm of your Big Ben clock. You may, or may not, shower 
before a shave with your Gillette or Schick razor. On with your BVD under- 
wear, Interwoven socks, Arrow shirt and tie, and to breakfast. Junior tries to 
show you his latest shots on his Kodak camera. Your wife opens the Frigidaire 
refrigerator to get your Borden’s milk for your Maxwell House coffee, and sets 
the Toastmaster toaster. She cuts her finger and applies a Band-Aid bandage, 
and you smear Vaseline petroleum jelly on your finger after you burn yourself. 
Now you're through with breakfast, and you hop into your Plymouth car, after 
lighting up a Lucky or Camel cigarette, to drive to the station. You get to your 
office, remove your Stetson hat, and send your secretary out for a “Coke” to start 
the day off right. And so on throughout the day. Everywhere you turn, what- 
ever article or service you may desire, trade-marks and brand names are at hand 
to help you reach a more pleasant and quicker decision.” 

That well-known brands of merchandise are actually most profitable and are 
eagerly sought for by the consumer has been amply established by nation-wide 
surveys and tests.” Here’s one example. Some years ago, in a small town near 
New York, there was opened a pretentious super market. Five thousand custom- 
ers attended on the opening day, and customers came from as far away as 50 
miles. Heavy advertising featuring well-known brands was the honey that drew 
the bees. When the customers arrived they were confronted with the excuse 
that many of the well-known brands had been sold out, or were not available. 
There were plenty of unknown or little known substitute brands, often cheaper 
and in larger packages. Little wonder that in a short time the doors of this super- 


* Patent Attorney, New York City. We are glad to reprint this article which first appeared 
in the Journal of the Patent Office Society in September, 1945, in the belief that it is of par- 
ticular interest to the members of the Association.—Editor. 

1. Inspired by a striking advertisement of Sterling Drug Inc., Printer’s Ink for July 7, 1944, 
page 97. 

2. “Case Histories Show Advertised Brands are Most Profitable,” by Gordon Cook, 
Printer’s Ink, July 7, 1944, page 17. 





12 FORTY-ONE TRADE-MARK BULLETIN 


market closed. This incident, one of very many, tended to show that when con- 
sumers are left alone, as they are in modern self-service stores, they reach for 
the well-known trade-mark or brand name and avoid the unknown or relatively 
little known brand. Brand advertising, in all its forms, is responsible for this 
economic phenomenon.° 

Trade-marks and brand names have come to symbolize our American system 
of free and competitive enterprise. To the diligent have gone the rewards. The 
Pierce-Arrow automobile, Pear’s soap, Pearline, Force cornflakes, Home Run 
cigarettes and Moxie drink have been respectively replaced in the public’s favor by 
the Ford, Ivory, Lux, Wheaties, Lucky Strikes and Coca-Cola of today. It is 
to the great credit of Chesebrough Manufacturing Company that the famous trade- 
mark “Vaseline” for more than 70 years has indicated the petroleum jelly, hair 
tonic, lipstick, pomade and others of their products.* This has required persistent 
publicity of that fact in advertising. Above all it means that the trade-mark has 
become a symbol of individual responsibility. 

In the past hard days of global strife one firm’s trade-mark became a symbol of 
tremendous dignity, a message of reassurance from home. General Electric thus 
glorified its famous “G E” monogram in an advertisement. The latter presented 
a group of excerpts from men in service in various parts of the world, and had 
this to say about its “G E” monogram: 


At the top of the page is one of today’s anti-Swastika symbols. There are thousands 
of others. Each trade-mark of an American company producing for war is such a symbol. 

What makes these symbols important is what has been put into them by the men and 
women producing this war equipment, and the way this equipment will be used—by 
American boys against the Axis. But the way the men in the armed services feel about 
these symbols is important too .... We, 192,000 G E men and women, are producing 
material today for almost every battlefront in the world. We are going to keep on pro- 
ducing this material to the limit of our productive capacity, to the highest of our quality 
standards, as long as it is needed by American boys anywhere on earth. This is no more 
than simple duty. But the monogram we send along on every piece of equipment is some- 
thing more. It is a message, and a promise, from us to the boy who is going to use 
that piece of equipment. We are glad that he understands this message. It is, God will- 
ing, a promise that he can live by. 


The impression made on the mind of the American public—the most intelli- 
gent and discriminating purchasers in the world—by two letters “G E” is tre- 
mendous. It would not be an exaggeration to assert that more than 95 per cent 
of the public would readily identify the significance of these letters, and know what 
products they represented. Other giant landmarks of this type are “RCA,’” 
“ATT,” “A&P,” “Philco,” “Kodak,” and many others. 

It is well to keep our bearings and not lose sight of the primary purpose of a 
trade-mark. Generally stated, that purpose is to denote the origin of the goods. 


3. See “How Long Does It Take to Establish a Trade-Mark,” Printer’s Ink, June 15, 
1945, to the effect that the war years have helped prove the advantage of branded goods over 
unbranded goods. 


4. Printer’s Ink, October 27, 1944, page 109. 
5. Radio Corp. of America v. Rayon Corp. of America, 139 F. 2d 833, 835. See, also, “The 
Streamlined Trade-Mark,” JPOS, February, 1945, p. 96. 
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The U. S. Supreme Court has had occasion to define a valid trade-mark. In a 


famous legal landmark, Columbia Mill Company v. Alcorn (150 U. S. 460) it was 
said : 











It must be designed, as its primary object and purpose, to indicate the owner or pro- 
ducer of the commodity, and to distinguish it from like article manufactured by others 

. if the device, mark, or symbol was adopted or placed upon the article for the pur- 
pose of identifying its class, grade, style or quality, or for any purpose other than a 
reference to or indication of its ownership, it cannot be sustained. 


The word “brand” as used herein may be a word, letter, group of words or 
letters or a picture which uniquely identifies a sponsor of goods or services. It is 
only by the brand carried by an article that a customer can be sure, without per- 
sonal testing and verification which is impossible, that he is getting a repeat of what 
he bought before or of what he has heard about. We all know only too well 
how subtle is the effect of repeated advertising of a brand. Past experience be- 
comes unnecessary when our radio tells us night in and night out that we ought 
to try “Magic” shave cream. How close to the hypnotic state we subway, surface 
car, and bus riders come while studying the repeated message to try “REM” 
cough syrup. Accepted brand names actually add tangible value to the article 















itself. 

The values of branding to the manufacturer and seller may be tersely summed 
up: 

1. Build up of a preference for goods or equipment that includes branded unit. 

2. Insurance of repeated patronage. 

3. Independence of customer location or stores. 

4. Servicing of equipment simplified, if retailers carry branded parts for re- 
placement. 


From the consumer standpoint these limitations exist on the value of branding: 





1. The average customer has the very human inability to become really fa- 


miliar with very many brands, and, therefore, branding of all products could easily 


tend to confuse the customer. 


2. The importance of identifying by means of a brand name varies with dif- 


ferent classes of goods. Thus, a—Brand names are essential, and insisted upon, in 
the case of articles purchased by reputation (refrigerators, oil burners, radios, 
cars). b—Brand names are helpful, but not determinative where price, fit, style 
are factors (as in the case of shoes, dresses and suits.) c—Brand names are rel- 


atively unimportant where appearance is the prime factor (bargain counter 
goods and seasonal styles). 















It has long been recognized that the trade-marks of an organization are among 
its most valuable assets, and that, to maintain their value, a well-founded trade- 
mark policy, structure, and procedure are essential. Neglect and misuse can 
seriously impair their value, especially in countries where trade-mark rights are 
established by use instead of by registration. The sole function of a trade-mark is 
to identify in the public mind the merchandise or service in connection with which 
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it is used as being that of a particular trader. The use of a trade-mark builds up 
between the trader and the public an “intangible” asset known as “good-will.” 
Good-will is property in a very real sense, and the right to its protection is recog- 
nized by the courts. 

Good-will depends essentially upon the quality of merchandise and the service 
and standards of the trader concerned. If these are excellent, valuable good-will 
is built up and a consumer demand created. Therein lies the real value of a trade- 
mark. The extent to which good-will is built up depends upon the time, effort, and 
money expended by way of advertising and otherwise in establishing a trade- 
mark. Maintenance of this good-will is of prime importance, and depends upon 
the continuance of such expenditures. It follows that the choice of a trade-mark is 
a matter requiring serious consideration. Primarily a trade-mark must have 
public appeal. In addition, it must not offend against law or morality, nor be 
descriptive of the goods, nor be a geographical name. It must be distinctive, and 
must not be in use or registered by another. 

Every trade-mark involves an initial and continuing investment in creating and 
defending it. The expense of these items multiplies with the number of marks. 
The initial investment comprises many items including selection, advertising and 
marking of products. In addition, one or more trade-mark registrations are usually 
required in each country according to the variety of merchandise upon which the 
mark is used, or is likely to be used, because for the purpose of registration most 
countries divide merchandise into a number of classes. The cost and maintenance 
of trade-mark registration is considerable. 

The continuing invéstment includes renewals from time to time at a cost gen- 
erally equalling that of each original registration. Further, most successful trade- 
marks are encroached upon either inadvertently or intentionally by unscrupulous 
competitors wishing to benefit, if possible, by their prestige. Much time, effort, and 
expense is required to trace and stop these imitations and interlopers. Thus, it has 
been argued, that every additional mark used duplicates the initial and continuing 
investment and expense, and these expenditures are further multipled by the num- 
ber of countries in which trade is conducted. 

Trade-marks grow old; they have “life curves” quite analogous to that of a 
business or professional man. This interesting concept was expanded in the follow- 
ing words by the annual report of a large pharmaceutical firm: 


The business or professional life of an individual is represented by a curve ... . it is 
best viewed by taking someone such as a physician, whose business is personal service. 
There is first, as the young doctor begins his practice, the “a” stage of growth and widen- 
ing influence .... merging gradually into the “b” or middle-aged stage, wherein for a 
long period the physician is at the height of his reputation . . . . gradually and inevitably 
merging into period “c” wherein he loses out before the competition of younger men and 
newer methods. There are three ways in which the management may meet this problem: 


1. It may produce new products under new trade-names ... .a slow and ex- 
pensive process. 

. It may purchase other trade-marks that are in the “a” or growing portion of their 
“life curve.” Such purchases should be made out of current earnings, or the cost of 
the purchases should be amortized over a period of years. 
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3. The management may shift the old trade-mark to cover new products, thereby con- 
serving the money spent in past years’ advertising of the old mark. (29 Bulletin of 
U. S. Trade-Mark Association 109 (1934) ). 


Sponsors of marketable products or services (be the sponsor manufacturer, 
wholesaler or retailer) can follow one of these policies in branding: 


1. He may limit his brand to a single article of a single quality. For example: 
“Coca-Cola.” a. He may, also, use a different grade brand for different grades 
of one article. For example: “Bokar,” “Red Circle,” “Eight O'clock” coffee of 
A & P. b. He may apply different brand names to the identical product to serve 
different followings. Examples may be found in safety razor blade branding. 

2. He may apply different brands to different qualities of the same class of mer- 
chandise. This is a common expedient in selling hosiery, dresses, cosmetics and 
the like. 

3. He may apply a brand name to a family or group of related articles. 
Examples: “Nabisco” food products, “Heinz” 57 varieties, “G E” for electrical 
equipment, “Elizabeth Arden” for cosmetics, “A & P” for food products. a. He 
may supplement the family brand name with a distinguishing subsidiary brand 
name (see group 1). Examples: “Nabisco” family—includes “Ritz,” “Saltinas,” 
“Lorna Doones,” “Graham,” “Uneeda,” etc. “A & P” family includes—“Ann Page,” 
“Sultana,” “Bokar,” “Red Circle,” “Eight O’clock,” “Marvel,” etc. “Kodak” 
family—includes “Kodachrome,” “Kodacolor,” etc. General Motors family—in- 
cludes “Buick,” “Chevrolet,” “Cadillac,” etc. 

4. He may apply a brand name to a group of unrelated articles. Examples: 
“G E” for lamps, electrical systems of all types, etc. “Macy Red Star” for a wide 
variety of unrelated items. ‘Philco’” on receivers, transmitters, washing machines, 
refrigerators. a. He may apply the common brand name as a sort of institutional 
name for all the unrelated articles, but also apply distinctive brand names to the 
individual unrelated articles. Examples: G E (‘“Mazda,” “Amplidyne,” “Musa- 
phonic’), General Motors (“Buick,’ “Chevrolet,” “Delco,” “Frigidaire’), 
Celanese (“Fortisan,” ‘“Lumarith.”’) 


The advantage of a policy restricted to a minimum of trade-marks and a basic 
or blanket trade-mark is that it helps the consumer to identify all the products 
bearing the mark, and aids in establishing consumer association or recognition. A 
new product is put on the market bearing the same trade-mark that other products 
have borne. Result: The merchandising path of the new article is considerably 
smoothed in advance. In advertising, several products frequently can be called 
to the attention of consumers more readily when they all bear the same basic or 
blanket trade-mark than if each one carries a separate mark. A manufacturer of 
electrical supplies advertises a socket as his main item, but devotes portions of the 
space in the advertisement to boosting wiring and plugs bearing the same trade- 
mark. In such instances as this it is practical to include reference to items which 
it might be unprofitable to advertise alone under separate brands or marks. Further, 
the use of several trade-marks in a single advertisement could, if not carefully 
handled, lead to confusion. 
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A blanket trade-mark ordinarily works advantageously when the products 
are closely allied. For example, a blanket trade-mark is advantageous for closely 
allied lines such as food products, hand tools, automobile accessories, or electrical 
appliances. In general, the greater the variety of articles to which a blanket trade- 
mark is applied, the more likely the mark is to become merely defensive and not 
to lend itself to aggressive selling. One of the chief problems that may be met in the 
use of a basic trade-mark is the maintenance of the same standard of quality for 
all the products bearing the mark. If the quality of any article to which the basic 
trade-mark is applied falls below the standard that has been set for other products 
in the group, the result is an injury to the reputation of the entire line. In putting a 
new product on the market there always is a risk that defects in it may appear un- 
pectedly, and if it carries the basic trade-mark the reputation of the older 
products in the line may well be jeopardized.® 

Suppose we consider the wholly fictitious case of the John Jones Company, 
manufacturer of the famous children’s furniture sold under the brand name “Robin.” 
It is not long before the firm adds a line of baby carriages, play-yards and bassinettes. 
Subsequently the firm absorbs another concern selling tricycles, scooters, toy trucks 
and wheelbarrows, which has built up good-will symbolized by a trade-mark 
“Sparrow.” Pretty soon our ambitious firm takes over another established firm 
selling children’s wearing apparel which has built up a large following under its 
trade-mark “Bluebird.” Finally, Jones Company decides to add a line of chil- 
dren’s books to be merchandised under the trade-mark “Owl.” 


Now, Jones Company has several alternatives in deciding upon the best trade- 
mark policy for its purposes. These are the alternatives: 


1. An individual trade-mark or brand name on each line of merchandise. In 
that case, the trade-marks previously used in the separate lines will continue to be 
used. The advantage here is that the good-will built up by each line’s trade-mark 
will continue to work for the profit of the Jones Company. The “Robin,” “Spar- 
row,” “Bluebird” and “Owl” lines will be sold on their own respective merits. Any 
good-will, or for that matter bad-will, created in a transaction in one line will in no 
way affect the other lines of the firm. 

2. Jones Company may decide to use an institutional or basic trade-mark on all 
the lines. Any new line of products will have the basic trade-mark applied to it. 
Hence, this is fine if the firm expects to add new lines of products in the future. 
(Note, however, that the good-will of the established trade-mark of an old line is 
lost when the established mark is dropped. It seems the wisest procedure, then, 
to change over from the old brand to the new brand very gradually and in a man- 
ner calculated to disturb the good-will very little.) For example, the basic mark, 
say “Birdline,” would be applied to the containers, labels or advertising without 
any change in the dress of the established lines. Later on, when a sufficient time 
has passed, the basic mark could be made more prominent while giving the old 
mark a minor position. The trade might even be informed of the motive of the 


6.° See examples discussed in article entitled “Should New Products Ride on its Own or Family 
Name?” by E. M. Housman in Printer’s Ink for August 24, 1945 (page 84). 
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Jones Company, and some publicity could well be used to let the customers know 
that the “Birdline” mark will supersede all the older marks. With the passage of 
more time the emphasis could be shifted more and more to “Birdline,” until finally 
the old brand names would be eliminated. There is this extremely valuable 
benefit in the use of a basic trade-mark for Jones Company. When the “Birdline” 
carriages, for example, are highly prized by the pleased mothers, it will be easy to 
sell “Birdline” tricycles, books and beds. The satisfied mother will know that the 
latter came from the same source as the carriage came from, and that the tricycle 
will probably be as good. The basic mark policy, then, is a simple one for a manu- 
facturer of high quality goods to follow. 

3. Jones Company may choose a median policy between the two discussed. The 
basic mark “Birdline” is applied to all its different lines. In addition, however, 
the respective line marks are employed. In this way those customers are reached 
who have been accustomed to the established line trade-mark. The basic mark, 
on the other hand, operates to make new friends for future lines. 


Of course, Jones Company may desire to use more than two trade-marks on 
each product. In addition to the basic trade-mark “Birdline” and line brand 
“Robin” on baby carriages, the firm may desire to stress, or call attention to, a 
special quality, construction or feature of the line. For example, the trade-mark 
“Blue Ribbon” could distinguish certain carriages of the “Robin” line equipped 
with special de luxe shock absorbers. We have, then, three trade-marks on the 
baby carriage. It would be essential that any single one of these three trade-marks 
be capable of denoting the carriages as a product of the Jones Company. Ob- 
viously, advertising costs mount as the number of trade-marks applied to a product 
increases. 

Let us survey a few examples of actual trade-mark usage in order to observe 
the manner in which well known business firms present their products to the con- 
sumer. An excellent example of a large firm employing but a single trade-mark 
on diverse lines is found in Philco Corporation. The trade-mark “Philco” is 
widely known, and is used in connection with such different products as radio ap- 
paratus, phonographs, air conditioners, refrigerators, storage batteries. This 
trade-mark has been registered in numerous classes of the Federal Trade-Mark 
Register.’ 

General Electric Company appears to utilize a somewhat modified trade-mark 
policy in its business, which also embodies diverse lines of products. The general 
or basic trade-mark is, of course, the famous letters “G E” in monogram style. This 
trade symbol appears on all its products. However, there is no positive policy 
against the use of coined secondary trade-marks. For example, the trade-mark 
“Mazda” is used on the incandescent lamp line; “Pyranol’” is used on capacitors ; 
“Musaphonic” has been used in advertising radio receivers ; “Amplidyne” has been 


7. It is understood that at various times different parts of the Philco organization have 
coined names for new kinds of products, or for new products in old fields. However, a study of 
its advertising reveals that the tendency has been well resisted. The firm does not have the heavy 
burden of protecting several trade-marks in this country and in foreign countries. Many firms 
adhere to this practice. 
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used on control motors. ‘‘Formex” has been applied to magnet wire, and more 
recently “Intra-Tel’ has been used for advertising the television wire system of to- 
morrow. It appears that in many of their lines the people exploiting the lines feel 
that it is an advantage to have a special trade-mark to cover their particular line of 
goods. The argument presented is that such secondary trade-marks are an ad- 
vantage to them in meeting competition with other trade-marked goods.* 

A practical illustration of a more definite use of a basic trade-mark and a 
plurality of secondary or individual trade-marks is found in the policy of National 
Biscuit Company. The products of that firm are, of course, all foods. Every 
package of its products carries the familiar basic trade-mark “Nabisco.’”® The word 
customarily appears in the distinctive elliptic seal. In addition to this basic mark, 
which clearly functions to establish a tie-up between the firm and package, the package 
carries a second trade-mark which more specifically identifies the particular pack- 
aged product. For example: “Ritz,” “Saltina,” “Fig Newton,” “Premium,” 
‘“‘Wheatsworth,” “Lorna Doone” are some of the registered trade-marks well known 
to the American public.” 

An extremely interesting and successful use of secondary trade-marks is found 
in the policy of Eastman Kodak Company. The universally known trade-mark 
“Kodak” is applied to practically all of the firm’s products to indicate the 
single origin of the highly diverse products of that firm.” <A study of the 
advertising and catalogues of that firm reveals a policy of encouragement in 
the adoption and use of new trade-marks for new products or variations of old 
products. Some trade-marks of this company are derived from the basic mark 
“Kodak” viz., “Kodachrome,” ‘“Kodacolor,” “Kodaguide,” ‘“Kodaslide,” “Koda- 
flector.” This policy serves to indicate the family relationship of the products. 
Each use of such “Kodak derivative” marks enhances the firm’s position to estab- 
lish deceptive similarity of adverse marks considered to be confusingly similar to 
“Kodak.” The firm, of course, uses many other trade-marks. For example, i 
uses a large number of secondary trade-marks, some of which as applied to film are 
“Verichrome,” “Pantatomic,” “Aero,” and some of which as applied to cameras 
are “Jiffy,” “Bantam,” “Monitor,” “Ektra.” The principal advantage of secondary 
trade-marks would appear to be a simplification of product names. What they 
watch out for is not to use the secondary trade-marks in a primarily descriptive 
manner, or in-such a manner as to affect the basic trade-mark “Kodak.” Like in the 
case of National Biscuit Company, the basic mark “Kodak” appears on every 
product or package. 

Specific trade-marks are often devised because of the unwieldiness of descriptive 


8. The procedure which is usually followed by this company in connection with the adoption 
of a new secondary trade-mark involves approval by a Trade-Mark Committee; the “GE” mark 
is, of course, the main and basic trade-mark, but they do not have any positive policy against the 
use of coined secondary trade-marks. 

9. Obviously, and happily, derived from the corporate name National Biscuit Company. 

10. It is interesting to note the deliberate avoidance of combinations of “Nabisco” with any 
of the other registered marks (“Nabisco Saltinas”) thereby emphasizing the unique trade-mark 
characteristics. 

11. The mark has been registered in some 22 or 23 classes of the Patent Office thereby 
making it difficult for others to register a mark bearing the expression “Kodak.” 
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names, especially those of organic chemical compounds. Thus, “Intracaine” serves 
not only to identify a preparation as of Squibb origin, but, also, indicates that the 
substance is the one technically and formidably christened “B-diethylaminoethyl 
paraethoxy benzoate hydrochloride. In such circumstances, the pharmaceutical 
manufacturer often has no practical alternative to adopting a convenient trade- 
mark. 

Chemical firms, in general, are necessarily forced to employ specific or second- 
ary trade-marks to identify new products as of a given origin. Thus, Celanese 
Corporation of America will feature its “Celanese” plastics, while referring to 
“Lumarith” or “Fortisan.””” 

It has been pointed out repeatedly that many years are required to build national 
acceptance for almost any product identified by a new trade-mark. Many firms with 
wide distribution channels and sufficient financial resource prefer, when a product 
is needed to round out a line, to buy an established product and build it up and add 
to its sales. Take the case of the experienced and skilled merchandising organiza- 
tion known as Lever Brothers Company. In spite of all its merchandising skill, 
this company preferred to buy “Pepsodent,” rather than to attempt to market a 
dentifrice under a new name. Obviously, Lever Brothers could have produced a 
high quality dentifrice, but with its long merchandising experience Lever Brothers 
executives were aware that producing a good dentifrice and selling it are two dif- 
ferent problems. So when the founders of Pepsodent Company wanted to retire, 
Lever Brothers stepped in, bought the company, and began operating it as the 
Pepsodent Division of Lever Brothers Company. This division will handle, in 
addition to ““Pepsodent” dentifrices, other products such as “Vimms,” “Lifebuoy” 
shaving cream, “Lux” flakes and “Lux” toilet soap.” 

In over fifty years of business life the William Wrigley Jr. Company has in- 
vested about $150,000,000 in advertising its three brands of chewing gum: Wrig- 
ley’s Spearmint, Doublemint and “Juicy Fruit.” When the overseas requirements 
forced the entire supply to go to the Armed Forces, the company no longer manu- 
factured those brands, and engaged in a multi-million dollar campaign to tell people 
that “these wrappers will be empty until further notice.” Here was a business prob- 
lem unique in business history. How it has been handled from the beginning has 
been described in detail elsewhere, because the company’s methods in this emergency 
show clearly what a good name is worth, and how it may be protected. 

The firm marketed a “plain but honest wartime chewing gum” under the trade- 
mark “Orbit.” However, the Wrigley name does not appear on the wrapper. 
Incidentally, the advertising of Wrigley features the three famous brands of gum, 
and explains why they are empty, but does not mention the name of “Orbit.” Here, 


then, is a special case for the adoption of secondary trade-marks. Many firms, 





12. It is understood that this company discourages the use of “seasonal” marks, while 
encouraging the coining of pleasing trade-marks for new products. Foreign registration is, 
therefore, restricted to relatively few trade-marks. 

13. American Business, March, 1945. 

14. American Business, March, 1945, pages 14, 15, 46. 
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confronted with the need for using substitutes in quality-branded merchandise, 
have applied a different brand name to the lower-quality product.” 

The “monitoring” of the trade-mark policy of the business firm will depend 
on the size, complexity and diversity of products. In a recent illuminating article 
by Isaac W. Digges,”® he gave several suggested ways to supervise and coordinate 
the use of trade-marks within a company. In brief, these were: 


1. A trade-mark committee through which the advertising, legal and sales 
departments function in close liaison. 

2. A competent person having responsibility for trade-mark protection, and, 
also, has general supervision over advertising and works with the company’s trade- 
mark counsel. 

3. An experienced resident trade-mark attorney, retained by the company, who 
works closely with the advertising and sales executives. 


There is much to be said in favor of each control procedure. A judicious ad- 
mixture of all three would probably operate best. Where a company has consider- 
able diversified products or services, and coined expressions are proposed as trade- 
marks, some such procedure as follows may be advantageously employed.’ Those 
interested in the adoption of a new trade-mark first take it up with a section of the 
Publicity Department. This section makes a search through the commercial regis- 
ters which it should have available. If it decides that the proposed mark is satis- 
factory, the matter is submitted to a Trade-Mark Committee. The latter is com- 
posed of the heads of Patent, Law, Commercial and Publicity Departments. The 
Patent Department conducts an “availability” search through registered trade-marks, 
as well as other trade-mark sources which may be available. If the search reveals 
that the proposed mark will not conflict with any other used mark, the Committee 
considers the story of those sponsoring the mark for approval. A trade-mark 
manual, or book of fundamental trade-mark information, or manual of style, out- 
lines some of the things which are to be considered in the use of existing and pro- 
posed trade-marks. 

Naturally, a far simpler procedure may be followed. In whatever control 
method is adopted, it is highly desirable to make it an inflexible rule that newly- 
coined words for the firm must not be used unless the approval of the trade-mark 
supervisory authority (be it committee or individual) is first obtained. 

To repeat what was said at an earlier part of this article: A trade-mark must 
indicate the origin of goods or services. The American economic picture reveals a 
wide variety of trade-mark policies. An attempt has been made herein to review the 
possibilities. What is important is to avoid falling into a trap which has been 
eloquently described in these words by Judge Tuttle: 


15. Printer’s Ink, June 4, 1943, pages 13, 14, 15, 61 for a fine discussion of problem. 

16. Printer’s Ink, April 27, 1945, page 40 “How to Protect the Trade Mark.” Mr. 
Digges is counsel to Association of National Advertisers. See also, his article “Is Your 
Advertising Destroying Your Trade-Mark?” in April 20 issue of Printer’s Ink. 


17. This is a procedure successfully followed by a very large company with widely dif- 
ferent products. 











Kansas. 










REGISTRATION IN KANSAS 


So now, from the standpoint of acquiring property rights in these many things by 
this plaintiff, it is like the boy of the fable who reached into the jar to get nuts. The 
boy was so greedy and grabbed so many that he couldn’t get his hand out of the jar 
and he lost them all. This plaintiff like the other fishing tackle manufacturers, has 
attempted to adopt so many alleged trade-marks, trade-names, trade-slogans and 
trade-configurations, that, if one were to understand this fully and speak intelligently 
about all of the baits, slogans, boosts and names that have been used, it would be 
necessary to prepare a dictionary of substantial size. . . . Plaintiff has used slogans, 
words, names, styles, shapes, colors and designs in such a wholesale and indiscriminate 
way that it can never by that method build up its business around any one of them, 
and the public will never be deceived by somebody else’s use of one of them. ... 
A manufacturer cannot build a business up around a thousand slogans. He cannot 
take a thousand words out of the dictionary and build a business around all of them 
and make the public stay away from all of them, and that is what these fishing tackle 
manufacturers are trying to do. This is plainly shown by their catalogs, their ad- 
vertising and the witnesses. If somebody else uses one of the shapes of colors or 
particular kinds of markings like a herringbone, he cannot be restrained on the theory 
that plaintiff has acquired a property right in that particular thing, because the plain- 
tiff has used so many different things that the public has never come to associate its 
goods with any of those things. (From James Heddon’s Sons v. Millsite Steel and Wire, 
47 U. S. Patents Quarterly 113.) 


TRADE-MARK REGISTRATION IN KANSAS 


There are two provisions of law under which trade-marks may be registered i 


First. Section 81-101, General Statutes of Kansas of 1935, in part, says: 


Any and all persons or corporations who may be the owners of cans, tubs, firkins, 
boxes, bottles, casks, barrels, kegs, siphons, cartons, tanks, fountains, vessels, or con- 
tainers, with his, her, its or their names, brands, désigns, trade-marks, devices or 
other marks of ownership stamped, impressed, labeled, blown in or otherwise marked 
thereon, may file with the secretary of state a written statement or description verified 
by affidavit of such owner, or his or its agent, of the names, designs, brands, trade- 
marks, devices or other marks of ownership so used by him, her, it or them, and of the 
said articles upon which the same are used. 

Said statement shall be published once a week for three successive weeks in a 
newspaper printed in the English language and of general circulation in the county 
where such persons shall have their principal place of business, and the publication 


be paid for by the party applying for registration, a copy of which publication, proved 
in the same manner as proof of publication is now required to be made by law, shall 
also be filed with the secretary of state. ... 


specifically mentioned therein, and no other articles can be registered under its pro- 


VISIONS. 


To adequately protect the registration of a trade-mark by a foreign corporation, 
the corporation should be domesticated in this State, and publication had in the 
county where the domesticated corporation has its place of business. 
sence of domestication, however, some measure of protection is furnished by the 























































































































The above section applies only to such cans, boxes, and other containers as are 














In the ab- 








22 FORTY-ONE TRADE-MARK BULLETIN 


publication of this notice in a legal newspaper published in Shawnee County, Kan- 
sas. 

Persons wishing to register trade-marks under the above section should care- 
fully prepare a written description of the same, verified by affidavit, have such de- 
scription published as provided therein, and forward the original written descrip- 
tion with proof of publication to this office with a fee of one dollar, upon receipt of 
which such trade-mark will be registered and certificate of registration furnished. 

Second. Sections 81-105 and 81-106, General Statutes of Kansas of 1935, in 
part, says: 


Whenever any association or union of workingmen have adopted or shall hereafter 
adopt for their protection any label, trade-mark, or form of advertisement, announcing that 
goods to which such label, trade-mark or form of advertisement shall be attached were 
manufactured by a member or members of such association or union, it shall be unlawful 


for any person or corporation to counterfeit or imitate such label, trade-mark or form 
of advertisement .. . 


“Every such association or union that has heretofore adopted or shall hereafter adopt 
a label, trade-mark or form of advertisement as aforesaid may file the same for record in 


the office of the secretary of state by leaving two copies, counterparts or facsimiles thereof 
with the secretary of state. ... 


Sections 81-105 and 81-106 apply only to such goods as have been manufactured 
by a member or members of an association or union of workingmen, and no other 
goods or merchandise can be registered under their provisions. 

Persons wishing to register labels, trade-marks or forms of advertisement under 
Section 81-105 have only to file two copies, counterparts or facsimiles, with the 
secretary of state with a fee of one dollar, upon receipt of which such label, trade- 
mark, or form of advertisement will be registered and certificate of registration 
furnished. 

Unless articles of merchandise on which trade-marks are sought to be registered 
come under the provisions of one or the other of the above sections no protection 
would be given the owner by their registration. No blank applications for registra- 
tion of trade-mark will be furnished, as none are needed. 


NEW YORK PATENT LAW ASSOCIATION—TRADE-MARK 
COMMITTEE 


The New York Patent Law Association recently announced the appointment 
of Mr. Wallace H. Martin as Chairman of the Committee on Trade-Marks for 
1946. Mr. Martin is a member of the firm of Nims, Verdi and Martin, New York 
City, and a member of the Lawyers’ Advisory Committee of the United States 
Trade-Mark Association. 

The other members of the committee are Messrs. V. D. Broman, Clarence 
Keer, Ellis W. Leavenworth, Sylvester J. Liddy, George E. Middleton, Hugo 
Mock, and Edward S. Rogers. 





WELL DONE, DR. LADAS 


PATENT OFFICER EXAMINER RETURNS TO WASHINGTON 


Division 25 of the Patent Office will return to Washington from Richmond, 
Va., about February 5 according to a recent order of the Commissioner of Patents. 
Because of appropriation difficulties not all of the examining divisions have reached 
Washington at the present date. 

At the present time, room numbers assigned to the divisions are as follows: 


Division Room No. Division Room No. 


7701 6086 
7616 3091 


7709 7880 
7884 3616 
3701 7612 
7723 3099 
6074 3709 
7733 7898A 
7079 7890 
3610 7097 
7719 1620 
7089 7624 
3628 7600 
7896 65 3095 


Attorneys having business with specific divisions are advised to inquire in ad- 
vance as several of the divisions are not as yet operating. 


WELL DONE, DR. LADAS 


In December, 1942, Dr. Stephen J. Ladas assumed the duties of Editor-in- 
Chief of the TRApE-Mark Reporter. During the past three years he has con- 
tributed without reserve, time and energy in the furtherance of the TRapE- 
MarK Reporter. For some time now, due to the pressing demands of his other 
activities, Dr. Ladas has found it increasingly more difficult to carry on his editor- 
ship. Nevertheless, he has continued with patience and industry to edit the TRApDE- 
Mark REportTeR. 

With this issue, Dr. Ladas has been relieved by Mr. Henry B. King, Secretary 
of the United States Trade-Mark Association. We regret Dr. Ladas’ departure. 
His has been a job well done. 


Arthur R. Wendell, President, 
The United States Trade-Mark Association. 
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TRADE SLOGANS 


In accordance with our custom, we publish below a trade slogan in use by a 
member, with a view to placing on record the member’s claim thereto. This service 
is rendered without charge to all regular members of the Association: 


Chemical Materials for Industry Hercules Powder Company 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 
in condition for binding ; for two copies of the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 
For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 
Address : 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New Yorx 18, N. Y. 





